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DETAILED ACTION 

Initially, and with respect to claims [5], [6], [7], [13], [14], [15], note that a "Product 
by Process" claim is direct to the product perse, no matter how actually made. See In 
re Thome et al.. 227 USPQ 964 (CAFC, 1985) and the related case law cited therein 
which makes it clear that it is the final product perse which must be determined in a 
"Product by Process" claim, and do not the patentability of the process, and that, as 
here, an old or obvious product produced by a new method is not patentable as a 
product, whether claimed in "Product by Process" claims or not. As stated in Thorpe, 
Even though product by process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. In re Brown, 
459 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969); Buono v. Yankee Maid 
Dress Corp., 77 F.2d 274, 279, 26 USPQ 57, 61 (2d. Cir. 1935). 
Note that applicant has burden of proof in such cases as the above case law 
makes clear. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
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Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-3, 10-11 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jachimowicz et al (5,789,733) in view of Kimura (US 2003/0052324) A1 . 

Regarding claim 1 , Jachimowicz et al discloses a semiconductor device (Fig. 2) 
comprising: 

• an antenna 14 (Fig. 2, col. 3, lines 29-30), an integrated circuit 20 (Fig. 2, 
col. 3, lines 13-15), a light-emitting element 18 (Fig. 3, col. 3, lines 60-65), 
and 

• wherein the antenna 14, the light-emitting element 18 and the light- 
receiving element 16 are electrically connected to the integrated circuit 20 
on the same substrate 10 (Figures 1, 2). 

• Jachimowicz et al does not explicitly disclose the light emitting element 
6050 and the light receiving element each have a layer for conducting 
photoelectric conversion using a non-single crystal thin film; an integrated 
circuit comprising a thin film transistor. 

• However, Kimura discloses the light emitting element 6050 (Fig. 10B, 
Para. 169) and the light receiving element 6045 (Fig. 10A, Para. 167) 
each have a layer 5007, 5008, 5045 (Fig. 5A, Fig. 6C, Para. 125, Para. 
146) for conducting photoelectric conversion using a non-single crystal 
thin film (Para. 125, Para. 146); an integrated circuit (Fig. 10B) comprising 
a thin film transistor 5026 (Fig. 6A, Para. 133). The above modification is 



Application/Control Number: 10/590,271 Page 4 

Art Unit: 2814 

used to control the photo electric conversion elements (Para. 4) and photo 
electric conversion elements can attain sufficient signal amplitude and 
reduce cost of the device (Para. 29). It would have been obvious to one of 
the ordinary skill of the art at the time of invention to add Jachimowicz's 
structure with Kimura's structure as suggested above to control the photo 
electric conversion elements (Para. 4) and photo electric conversion 
elements can attain sufficient signal amplitude and reduce cost of the 
device (Para. 29). 

Regarding claim 2, Jachimowicz et al in view of Kimura discloses limitations in 
claim 1 above and Jachimowicz et al further discloses the integrated circuit 20, the light- 
emitting element 18 and the light-receiving element 16 are formed on the same 
substrate 10. 

Regarding claim 3, Jachimowicz et al in view of Kimura discloses limitations in 
claim 1 above and Jachimowicz et al further discloses the antenna 14, the integrated 
circuit 20, the light-emitting dement 18 and the light-receiving element 16 are formed on 
the same substrate 10. 

Regarding claims 1 0, 1 1 , Jachimowicz in view of Kimura discloses all limitations 
in claims 1, 2 above. 
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Claims 5-7, 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jachimowicz et al (5,789,733), Kimura (US 2003/0052324) and further in view of 
Dreifus (4,575,621). 

Regarding claims 5, 6, 7, Jachimowicz et al in view of Kimura discloses 
limitations in claims 1 , 2 above and that forming the light-emitting element and the light- 
receiving element over a first substrate and then separated the elements from the 
substrate, and attaching the elements to a second substrate, are intermediate method 
steps that do not affect the structure of the final device. 

• Also regarding claims 5, 6, it is noted that Kimura shows all aspects of the 
semiconductor device according to the instant invention (see above). 

• Jachimowicz et al in view of Kimura does not explicitly disclose the 
integrated circuit, the light emitting element and the light receiving element 
are formed on the second substrate. 

• However, Dreifus discloses the integrated circuit 6 (Fig. 3, col. 8, line 21 ), 
the light emitting element 8 (Fig. 3, col. 8, line 40) and the light receiving 
element 10 (Fig. 3, col. 7, lines 42-45) are formed on the second substrate 
(Figures 3, 4). Dreifus teaches the above modification is used to transmit 
and receive information to and from each other (col. 3, lines 12-14). It 
would have been obvious to one of the ordinary skill of the art at the time 
of invention to replace Jachimowicz in view of Kimura's structure with 



Application/Control Number: 10/590,271 Page 6 

Art Unit: 2814 

Dreifus's structure as suggested above to transmit and receive information 
to and from each other (col. 3, lines 12-14). 

Regarding claims 13-15, Jachimowicz in view of Kimura and Dreifus discloses all 
limitations above in claims 1, 2, 5 and that forming the integrated circuit, the light- 
emitting element and the light-receiving element over a first substrate and then 
separated the first substrate and attaching a second substrate, are intermediate method 
steps that do not affect the structure of the final device. 

• Also regarding claims 13-15, it is noted that Kimura shows all aspects of 
the IC card according to the instant invention (see above). 

Claims 4, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jachimowicz et al (5,789,733), Kimura (US 2003/0052324) A1 in view of Nishi et al (US 
6,590,633 B1). 

Regarding claims 4, 12, Jachimowicz modified by Kimura discloses some 
limitations in claims 1, 2 above and Jachimowicz modified by Kimura further discloses 
the integrated circuit comprising a connection terminal and, a rectification circuit 
(Kimura, Fig. 14B, element "AMPLIFICATION ELEMENT") that generates power supply 
voltage from an alternating current signal that is input to the connection terminal by an 
antenna 2708 (Fig. 13G, Para. 190). However, Kimura does not disclose a 
demodulation circuit and a logic circuit. 



Application/Control Number: 10/590,271 Page 7 

Art Unit: 2814 

❖ However, Nishi et al disclose a demodulation circuit (col. 12, line 27) and a 
logic circuit (col. 12, line 20). Nishi teaches a demodulation circuit and 
logic circuit are used to management and control of the charging state and 
the management and control of the communication port (col. 12, lines 22- 
24). It would have been obvious to one of the ordinary skill of the art at the 
time of invention to add Kimura's structure with Nishi's structure including 
demodulation circuit and logic circuit to manage and control charging state 
and the communication port (col. 12, lines 22-24). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jachimowicz et al (5,789,733), Kimura (US 2003/0052324) and further in view of Nishi 
et al (US 6,590,633 B1) and Dreifus (4,575,621). 

Regarding claim 8, Jachimowicz modified by Kimura and Dreifus discloses some 
structural limitations above in claims 4, 5 and Dreifus further discloses the integrated 
circuit 6 (Dreifus, Fig. 3, col. 8, line 21), the light emitting element 8 (Dreifus, Fig. 3, col. 
8, line 40) and the light receiving element 10 (Dreifus, Fig. 3) formed integrally (Dreifus, 
Figures 3, 4). 

Claims 9, 1 6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Jachimowicz et al (5,789,733), Kimura (US 2003/0052324) Dreifus (4,575,621) and 
further in view of Nakamura (US 2004/0152392 A1). 
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Regarding claims 9, 16, Jachimowicz in view of Kimura and Dreifus discloses 
limitations above and Kimura further discloses the first substrate is a glass substrate 
5001 (Fig. 5A, Para. 118) but does not disclose the second substrate is a plastic 
substrate. 

• However, Nakamura discloses the second substrate is a plastic substrate 
315 (Fig. 3A, Para. 127). Nakamura teaches plastic substrate is used to 
emit light from the light emitting elements (Para. 28, lines 1-2). It would 
have been obvious to one of the ordinary skill of the art at the time of 
invention to add Jachimowicz in view of Kimura's structure with 
Nakamura's structure including plastic substrate to emit light from the light 
emitting elements (Para. 28, lines 1-2). 



Response to Arguments 



Applicant's argued that "As stated in MPEP §§ 2142-2144.04, to establish a 
prima facie case of obviousness, three basic criteria must be met. First, there must be 
some reason, either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference or to combine 
reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. Obviousness can only be established by combining or modifying 
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the teachings of the prior art to produce the claimed invention where there is some 
reason to do so found either explicitly or implicitly in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. "The test for an implicit 
showing is what the combined teachings, knowledge of one of ordinary skill in the art, 
and the nature of the problem to be solved as a whole would have suggested to those 
of ordinary skill in the art." In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1317 
(Fed. Cir. 2000). See also In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988); 
In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992)." However, Examiner 
respectfully disagrees about this argument because Jachimowicz teaches all main 
elements on the substrate and Kimura discloses light emitting element and light 
receiving element's structural features. Also, integrated circuit with TFT is very well 
known in the art. Also, Kimura discloses very well known features for the light emitting 
element and light receiving element. Therefore, Examiner thinks that Kimura discloses 
most well know features in the device and Jachimowicz discloses all main structural 
features as claimed. 

The Examiner respectfully submits that obviousness does not require absolute 
predictability, only a reasonable expectation of success, i.e., a reasonable expectation 
of obtaining similar properties. See, e.g., In re O'Farrell, 853 F2d 894, 903, 7 USPQ2d 
1673, 1681 (Fed. Cir. 1988). 

It is not necessary in order to establish a prima facie case of obviousness that 
there be a suggestion or expectation from the prior art that the claimed invention will 
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have the same or a similar utility as one newly discovered by the applicant In re Dillon, 
919 F.2d at 692, 16 USPQ2d at 1900. Thus, it is not necessary that the prior art suggest 
the combination to achieve the same advantage or results discovered by applicant. See 
MPEP§2144. 

Applicant's also argued that "The prior art, either alone or in combination, does 
not teach or suggest all the features of the independent claims. Independent claims 1-8, 
10, 12 and 13 recite a semiconductor device comprising an antenna, among other 
features. For the reasons provided below, Jachimowicz, Kimura, Dreifus, Nishi and 
Nakamura, either alone or in combination, do not teach or suggest the above- 
referenced features of the present invention. The Official Action asserts that 
"Jachimowicz et al discloses ... an antenna (14) (Fig. 2, col. 3, lines 29-30)" (page 3, 
Paper No. 20090513). The Applicant respectfully disagrees and traverses the 
assertions in the Official Action. Jachimowicz discloses a microchip 14. The microchip 
14 of Jachimowicz is not an antenna. The Applicant respectfully submits that Kimura, 
Dreifus, Nishi and Nakamura do not cure the deficiencies in Jachimowicz." However, 
Examiner respectfully disagrees about this argument because Jachimowicz discloses 
on col. 3, lines 29-32 that microchip is capable of sending and receiving information to 
and from the remote reader/transmitter through the sensor pad 16 and light source 18. 
Therefore, it is clear from this language that the microchip works as an antenna in terms 
of plain meaning. The claim does not define antenna more than a plain meaning. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BILKIS JAHAN whose telephone number is (571)270- 
5022. The examiner can normally be reached on M-F, 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wael Fahmy can be reached on (571)-272-1705. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Wai-Sing Louie/ 

Primary Examiner, Art Unit 2814 

BJ 



